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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 9/1 3/2005 have been fully considered but they are 
not persuasive. The Applicant argues that Rabin does not teach or suggest that (a) 
warning report data are (sic) (is) sent to enable "anticipating an inability to utilize said 
contents". The Examiner disagrees in that Rabin teaches about supervision policies, for 
example Col. 20, lines 15-35. Rabin further teaches about the use of call-up and call-up 
records in conjunction with the guardian center that provides a continuation message 
sent to the user device's supervising program, see for example Col. 20, lines 50-55. It 
would of been obvious to one of ordinary skill in the art at the time of the invention, that 
the function of the supervision policies, the guardian center, the call-up and the device's 
supervising program could provide the indication that the use of the program is/has 
reached a certain milestone. The reference Saito was used to show that call-up could in 
fact be called warnings. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

Claims 1 , 7, 8, and 9 are rejected under U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. 
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In re John Covell Collier, 55CCPA-; 397F.2d 1003; 158 USPQ 266, Claim- 
Indefiniteness- Combination- Structural Relationships Between Elements are not 
Positively Recited- 35 U.S.C. 1 12, second Paragraph. The statement in the claim 
"wherein said warning enables anticipating an inability to utilize said contents" is about 
intended uses, capabilities, and structures which will result upon the performance of 
future acts is not a positive structural limitation. The claim does not positively recite 
structural relationships of the elements in its recitation of what may or may not occur. In 
this sense it fails to comply with section 112, second paragraph, in failing distinctly to 
claim what applicant presents as his actual invention. 

The main fault is indefiniteness in the sense that things, which may be done, are 
not required to be done. For example, enables, is not a positive limitation. Just because 
something is enabled does not mean that that something will or will not realize the 
enablement. The word, " anticipating" , refers to a future act/event that could or could not 
happen. The word, " inability" is indefinite because is does not specify why the action 
cannot happen be it lack of sufficient power, resource and or capacity. These cannot be 
regarded as structural limitations and therefore not as positive limitations in a claim 
directed to structure. They cannot therefor be relied on to distinguish from the prior art. 
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Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-4 and 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rabin et al. U.S. Patent 6,697,948 B1 [Rabin}, and further in view of Saito U.S. 
Patent 6,182,218 B1 [Saito]. 

As per claims 1, 7, 8 and 9: 

3. The new limitation "wherein said warning enables anticipating an inability to 
utilize said contents" renders the claims indefinite and therefore rejected as previously 
noted. However, the Examiner will interpret the limitation to mean a warning is given to 
alert the user that the contents usage has expired be it time or usage. As noted, Rabin 
teaches about supervision policies, for example Col. 20, lines 15-35. Rabin further 
teaches about the use of call-up and call-up records in conjunction with the guardian 
center that provides a continuation message sent to the user device's supervising 
program, see for example Col. 20, lines 50-55. It would of been obvious to one of 
ordinary skill in the art at the time of the invention, that the function of the supervision 
policies, the guardian center, the call-up and the device's supervising program could 
provide the indication that the use of the program is/has reached a certain milestone. 
The reference Saito was used to show that call-up could in fact be called warnings. 



Application/Control Number: 09/894,628 



Art Unit: 3621 



Page 5 



The recitation that " A contents control method..." " A contents control device..." " 
A program storage medium for..." and " A contents control apparatus..." has not been 
given patentable weight because it has been held that a preamble is denied the effect of 
a limitation where the claim is drawn to a method, a system, an apparatus, etc. and the 
portion of the claim following the preamble is a self-contained description of the method 
or the system, etc., not depending for completeness upon the introductory clause. 
Kropa v. Robie, 88 USPQ 478 (CCPA 1951) 

As per claims 1, 7, 8 and 9, Rabin discloses a method/apparatus that manages 
content (software) based on key code information (tags) containing content usage 
information (authorized vendor or owner rights to the software) set within a range that 
the contents can be utilized comprising: 

comparing said content usage rights information with status code information 
showing the usage status of said contents; Col. 1 1 , lines 10-45; The supervisory 
program determines the if the attempt to use the instance of software is allowable. 

determining whether the contents are used within the range set by said content 
usage rights information; Col. 11, lines 10-45; The supervisory program determines the 
if the attempt to use the instance of software is allowable. 

comparing said status code information with output setting information having a 
threshold value within the range of said contents usage rights information to warn by 
warning report data when in proximity to said contents usage rights in the case where 
said status code information is within the range of said contents usage rights 
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information; Col. 1 1 , lines 10-45; The supervisory program determines the if the attempt 
to use the instance of software is allowable. 

Rabin discloses the claimed invention except for sending said warning report 
data to a report address using an electronic mail when said status code information 
nears the threshold value of said output setting information. However, Rabin does 
disclose sending a continuation message indicating an action to be followed. Col. 1 1 , 
lines 50-55. 

Saito teaches that it is known in the art to provide sending said warning report 
data to a report address using an electronic mail when said status code information 
nears the threshold value of said output setting information. Col. 10, lines 49-54. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to provide the continuation message indicating an action to be followed of 
Rabin with the sending said warning report data to a report address using an electronic 
mail when said status code information nears the threshold value of said output setting 
information of Saito, in order to provide the user with information to be used for future 
actions. 

disabling use of the contents when said status code information exceeds the 
threshold value of said output setting information; Col. 41, lines 8-12, Rabin teaches 
that the rejection of the user device simply means actions that can include discarding or 
removing or not allowing use of the instance of software, and 
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deleting the contents after a period of elapsed time for deletion has elapsed. Col. 
41 , lines 8-12. Rabin teaches that the rejection of the user device simply means actions 
that can include discarding or removing or not allowing use of the instance of software. 

As per claim 2: 

Rabin does not expressly show outputting invalidation report data when the use 
of said contents has been disabled. However, Rabin does disclose the use of the call-up 
and continuation message to convey the system's status to the user. It would have been 
obvious to one having ordinary skill in the art at the time of the invention was made to 
outputting invalidation report data when the use of said contents has been disabled 
since it is known in the art that outputting invalidation report data when the use of said 
contents has been disabled is old and well known. 

Further, these differences are only found in the nonfunctional descriptive material 
and are not functionally involved in the steps recited. The outputting data when the use 
of said contents has been disabled steps would be performed the same regardless of 
the data. Thus, this descriptive material will not distinguish the claimed invention from 
the prior art in terms of patentability, see In re Gulack, 703 F.2d 1381 , 1385, 217 USPQ 
401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 
1994). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to outputting invalidation report data when the use of 
said contents has been disabled because such data does not functionally relate to the 
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steps in the method claimed and because the subjective interpretation of the data does 
not patentably distinguish the claimed invention. 

As per claim 3: 

Rabin does not expressly show outputting deletion report data when said 
contents have been are deleted. However, Rabin does disclose the use of the call-up 
and continuation message to convey the system's status to the user. It would have been 
obvious to one having ordinary skill in the art at the time of the invention was made to 
outputting deletion report data when said contents have been are deleted since it is 
known in the art that outputting report data when the use of said contents has been 
deleted is old and well known. 

Further, these differences are only found in the nonfunctional descriptive material 
and are not functionally involved in the steps recited. The outputting data when the use 
of said contents has been deleted steps would be performed the same regardless of the 
data. Thus, this descriptive material will not distinguish the claimed invention from the 
prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 
401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 
1994). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to outputting deletion report data when said contents 
have been are deleted because such data does not functionally relate to the steps in the 
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method claimed and because the subjective interpretation of the data does not 
patentably distinguish the claimed invention. 

Further, Rabin discloses the deletion of the instance of software and subsequent 
continuation message, for example Col. 41, lines 8-12. 

As per claim 4: 

Rabin further discloses: 

wherein loading period information set with the loading timing for loading said 
contents usage right information, said status code information and said output setting 
information are set in said setting information, and said status code information, said 
contents usage information and said setting information are compared based on said 
loading interval information, for example Col. 7, lines 35-48. 

As per claim 6: 

Rabin does not expressly show sending saidjnvalidation report data and said 
deletion report data to said resort address using an electronic mail. However, Rabin 
does disclose the use of the call-up and continuation message to convey the system's 
status to the user. It would have been obvious to one having ordinary skill in the art at 
the time of the invention was made to sending saidjnvalidation report data and said 
deletion report data to said resort address using an electronic mail is old and well 
known. 
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Further, these differences are only found in the nonfunctional descriptive material 
and are not functionally involved in the steps recited. The sending saidjnvalidation 
report data and said deletion report data to said resort address using an electronic mail 
steps would be performed the same regardless of the data. Thus, this descriptive 
material will not distinguish the claimed invention from the prior art in terms of 
patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to sending saidjnvalidation report data and said 
deletion report data to said resort address using an electronic mail, because such data 
does not functionally relate to the steps in the method claimed and because the 
subjective interpretation of the data does not patentably distinguish the claimed 
invention. 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims below for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant, in preparing the 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the examiner. 
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Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel L. Greene whose telephone number is 571-272- 
6707. The examiner can normally be reached on M-Thur. 8am-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James P. Trammell can be reached on 571-272-6712. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Daniel L. Greene 
Examiner 
Art Unit 3621 



11/16/2005 
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